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Response to Amendment and Arguments 

1 . Applicant's amendment filed December 27, 2004, has been entered and made of record 

2. Regarding claims 1, and 3-12 stand rejected under 35 U.S.C. 1 12, first paragraph, the 
Applicant indicates page 45, line 20-page 46, line 9 shows the support for limitation "wherein 
the electronic reading device configuration area . . . includes an electronic reading device 
configuration box". The Examiner respectfully disagrees. Nowhere on page 45, line 20-page 46, 
line 9 shows the support for this limitation. The Examiner firmly believes that on page 45, line 
20-page 46, line 9 show a special "configure pen" which box 234 of FIG. 12 is referring to. In 
addition, box 234 of FIG. 12 is showing a "configure pen". There is no indication to show that 
it is the electronic reading device configuration area comprises an electronic reading device 
configuration form and the configuration form includes an electronic reading device 
configuration box (emphasis added). It only shows that it is a "configure pen" and has 
nothing to do with configuration area comprises configuration form, which includes / 
configuration box (emphasis added). 

3. Applicant's arguments with regard to claims 1, 3-20, 22-26, 28-30, and 32 have been 
fully considered, but are not considered persuasive because of the following reasons: 

Regarding claim 1, the Applicant argues (bottom of page 6) that Lazzouni does not teach 
a configuration mode of the electronic reading device. The Examiner respectfully disagrees, 
Lazzouni clearly teaches a configuration of the electronic reading device (a fountain pen 
configuration) (column 4, lines 15-18). For claim 20, the Applicant argues (page 7) that 
Lazzouni does not teach the electronic reading device enters into a configuration mode 
responsive to touching the electronic reading device to an electronic reading device configuration 
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box. The Examiner again respectfully disagrees. Lazzouni does teach the concept wherein the 
electronic reading device enters into a configuration mode responsive to touching the electronic 
reading device to an electronic reading device configuration box (the configuration 
responses/detects position information when the pen/electronic device touches the writing 
surface and enters handwriting data) (column 4, lines 35-39 and 60-65; column 6, lines 1-7). 
The Applicant further submits (bottom of page 7) that Bi fail to cure the deficiencies of Lazzouni 
noted with respect to independent claim 1 . However as shown by the Examiner, Lazzouni has 
disclosed fully the amended limitation by the Applicant. For claim 13, the Applicant claims 
(page 8) that Lazzouni does not disclose a plurality of boxes. Again, FIG. 12 of Lazzouni' s 
reference clearly teaches this limitation (boxes/pixels). Without further defining the concept of 
boxes, the claim language has become so broad and thus FIG. 12 clearly teaches this limitation. 
Furthermore, the Examiner used Berman U.S. Patent No. 5,710,832 to teach the formatted 
surface includes a plurality of boxes (FIG. ID- IF, element 107 and column 4, lines 18-35). 
Regarding claim 24, the Applicant argues (page 9) that the combination of Lazzouni and Zank 
does not teach the enabling the electronic reading device if a data entry corresponds to a stored 
user identifier because the electronic capture of signatures is for security purposes during e- 
commerce. However, the Applicant does not disclose whether this 

technology/technique/algorithm can or cannot be use for e-commerce application in the claim 
language for such interpretation. Thus regardless Zank signature authentication is used for e- 
commerce or not, the reference still can be use to reject the claim language since the claim 
language does not exclude the use of signature authentication in e-commerce. For claim 29, 
please refer back to claim 24 for the explanation. 
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Thus, the rejections of all of the claims are maintained. 

To further assist the Applicant with the guidance with claim language interpretations so 
that the Applicant can add further/more details limitations from the specification to the claims to 
overcome the prior arts, the Examiner is presenting MPEP, section 21 11, Claim Interpretation; 
Broadest Reasonable Interpretation as follow: "The court explained that "reading a claim in light 
of the specification, to thereby interpret limitations explicitly recited in the claim, is a quite 
different thing from reading limitations of the specification into a claim,' to thereby narrow the 
scope of the claim by implicitly adding disclosed limitations which have no express basis in the 
claim." The court found that applicant was advocating the latter, i.e., the impermissible 
importation of subject matter from the specification into the claim.). See also In re Morris, 
127 R3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997) (The court held that the 
PTO is not required, in the course of prosecution, to interpret claims in applications in the same 
manner as a court would interpret claims in an infringement suit. Rather, the "PTO applies to 
verbiage of the proposed claims the broadest reasonable meaning of the words in their ordinary 
usage as they would be understood by one of ordinary skill in the art, taking into account 
whatever enlightenment by way of definitions or otherwise that may be afforded by the written 
description contained in applicant's specification.")". 

Claim Rejections - 35 USC § 112 
4. . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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5. Claims 1, 3-12, 20 and 22-23 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Regarding claim 1, there is no clear support in the original disclosure to show 
the limitation of "the electronic reading device configuration area . . . configuration box", the 
Applicant must clearly indicate the exact location (page number and line number) in the original 
disclosure for the support of this limitation. Nowhere on page 45, line 20-page 46, line 9 shows 
the support for this limitation. The Examiner firmly believes that on page 45, line 20-page 46, 
line 9 shows a special "configure pen" which box 234 of FIG. 12 is referring to. In addition, box 
234 of FIG. 12 is showing a "configure pen". There is no indication to show that it is the 
electronic reading device configuration area comprises an electronic reading device 
configuration form and the configuration form includes an electronic reading device 
configuration box. It only shows that it is a "configure pen" and has nothing to do with 
configuration area comprises configuration form, which includes configuration box. Similarly, 
the Applicant needs to show the support of the newly added limitation in relating to 
configuration box "wherein the electronic reading device enters into a configuration mode 
responsive to touching the electronic reading device to the electronic reading device 
configuration box". Regarding claim 20, the Applicant also needs to show the support regarding 
the electronic reading device configuration box and how the configuration mode responses to 
configuration box. 

Claims not specifically addressed depend from indefinite antecedent claims. 
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Claim Rejections - 35 USC§102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 3-8, and 20-22 are rejected under 35 U.S.C. 102(b) as.being anticipated by 
Lazzouni U.S. Patent No. 5,652,412. 

Regarding claim 1, Lazzouni teaches an electronic reading device (abstract), comprising: 
A reading sensor for detecting a portion of an address pattern on a formatted surface 
(FIG. 9, element 204); 

A processor (pre-processor/processor/microprocessor) (FIG. 11, element 264 and column 
4, lines 30-40) for identifying the detected portion of the address pattern as being within an 
electronic reading device configuration area and for converting position data received from the 
reading sensor into a configuration setting (column 2, lines 60-67); and 

Wherein the electronic reading device configuration area (FIG. 12) comprises an 
electronic reading device configuration form (the configuration form that configures the 
coordinates of the pen/stylus) and the configuration form includes an electronic reading device 
configuration box (column 14, lines 13-15); and 

Wherein the electronic reading device enters into a configuration mode responsive to 
touching the electronic reading device to the electronic reading device configuration box (the 
configuration response/detection position information when the pen/electronic device touch the 
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writing surface and enters handwriting data) (column 4, lines 35-39 and 60-65; column 6, lines 
1-7). 

Referring claim 3, Lazzouni also teaches the electronic reading device further comprising 
a memory for storing (storing unit) (column 3, lines 27-34) the configuration setting. 

Regarding claim 4, Lazzouni teaches the electronic reading device wherein the processor 
converts the position data into the configuration setting using a configuration application 
(pen/stylus that reads and transfers the information) (column 4, lines 51-65). 

For claim 5, Lazzouni discloses the electronic reading device wherein the position data 
corresponds to handwritten information written with the electronic reading device, the 
conversion of the position data into the configuration setting performed using handwriting 
recognition (column 5, lines 1-12). 

Regarding claim 6, Lazzouni teaches the electronic wherein the handwritten information 
is entered in field of the electronic reading device configuration area that corresponds to the 
configuration setting (FIG. 4 and FIG. 5A-D). 

For claim 7, Lazzouni further discloses the electronic reading device wherein the position 
data is associated with at least one of a plurality of fields (FIG. 4 and FIG. 5A-D), the processor 
operating to convert a detection of a portion of the address pattern within the at least one of the 
fields into a configuration setting corresponding to the at least one field (column 9, lines 1-12 
and column 4, lines 30-40). 

Regarding claim 8, Lazzouni further teaches the electronic reading device wherein each 
of the plurality of fields corresponds to a different alphanumeric character (FIG. 1, element 12). 

Referring to claim 20, please refer back to claim 1 for the explanation. 
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Regarding claim 22, please refer back to claim 5 for the explanation. 

Claim Rejections - 35 USC§103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lazzouni 
U.S. Patent No. 5,652,412 as applied to claim 1 above, and further in view of Bi U.S. Patent No. 
5,990,875. 

Regarding claim 9, Lazzouni is not explicitly teaches an identification code. Bi teaches a 
pen-based computer system that utilizes identification code (password protection) (FIG. 40a). 
Modifying Lazzouni' s method of electronic reading device according to Bi would able to 
provide the security to the configuration. This would improve processing and therefore, it would 
have been obvious to one of the ordinary skill in the art to modify Lazzouni according to Bi. 

For claim 10, Bi futher teaches an address of a server (node address) used for 
authenticating configuration of the electronic reading device (FIG, 51, element 14002). 

Referring to claim 1 1, Lazzouni teaches the transmitter for transmitting the configuration 
setting to a support server (host computer) (column 9, lines 15-27). 

For claim 12, Lazzouni further teaches the electronic reading device wherein the 
transmitter transmits information via one of a cable (Ethernet) and a local wireless link (column 
9, lines 15-27 and column 3, lines 5-8). 
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10. Claims 13-15 are rejected under 35 U.SG 103(a) as being unpatentable over the 
combination of Lazzouni U.S. Patent No. 5,652,412 and Berman U.S. Patent No. 5,710,832. 

Regarding claim 13, please refer back to claims 1 and 8 for the teaching of discussed 
limitations. Lazzouni does not explicitly teach the formatted surface includes a plurality of 
boxes and each of the plurality of boxes corresponds to an associated alphanumeric character. 
Berman teaches a method of processing an electronic device (FIG. 7) comprises the formatted 
surface includes a plurality of boxes and each of the plurality of boxes corresponds to the at least 
one alphanumeric character (FIG. ID- IF, element 107 and column 4, lines 18-35). Modifying 
Lazzouni 5 s method of electronic reading device according to Berman would able to allow 
user/operator to enter in alphanumeric letters and help improve the recognition (column 4, lines 
30-50). This would improve processing and therefore, it would have been obvious to one of the 
ordinary skill in the art to modify Lazzouni according to Berman. 

For claim 14, please refer back to claim 7 and 8 for the explanation. 

For claim 15, Lazzouni teaches the system further comprising a server for storing the at 
least one alphanumeric character (column 2, lines 40-67). 

11. Claims 16-19 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over. the 
combination of Lazzouni U.S. Patent No. 5,652,412 and Berman U.S. Patent No. 5,710,832 as 
applied to claim 13 above, and further in view of Bi U.S. Patent No. 5,990,875. 

Regarding claim 16, Lazzouni does not explicitly teach the comparing of alphanumeric 
character with a stored identification code. Bi teaches a pen-based computer system that 
compares alphanumeric character with a stored identification code (password matching) (FIG. 
40a, elements 1312 and 1320). Modifying Lazzouni's method of electronic reading device 
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according to Bi would able to further increase the security protection by using password 
comparison configuration. This would improve processing and therefore, it would have been 
obvious to one of the ordinary skill in the art to modify Lazzouni according to Bi. 

Regarding claim 17, Bi further teaches the use of the electronic reading device when the 
at least one alphanumeric character matches the stored identification code (FIG. 40a, elements 
1320, 1322, and 1314). . 

Regarding claims 18-19, please refer back to claim 12 for the explanation. 

Regarding claims 23, please refer back to claims 13, 16 and 17 for further explanation. 
12. Claims 24-26, 28-30 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Lazzouni U.S. Patent No. 5,652,412 and Zank U.S. Patent No. 
6,307,955. 

Regarding claim 24, Lazzouni teaches a electronic reading device comprising: 

A formatted surface having an address pattern (FIG. 4 and FIG. 5A-5D), wherein a 
position relative to the address pattern can be determined from an examination of a portion of the 
address pattern (FIG. 9). 

An electronic reading device including a reading sensor for detecting portions of the 
address pattern (column 2, lines 60-67); 

A first processor for translating detected portions of the address pattern into a data entry 
(column 4, lines 30-50). 

Lazzouni does not teach the processor for comparing the data entry to a stored user 
identifier and for enabling the electronic reading device if the data entry corresponds to the 
stored user identifier. Zank teaches a method of processing an electronic device (abstract, first 5 
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lines) comprises a processor (FIG. 1, element 12) for comparing the data entry to a stored user 
identifier and for enabling the electronic reading device if the data entry corresponds to the 
stored user identifier (a process of signature authentication) (column 6, lines 35-38 and column 
7, lines 10-33); and wherein the data entry and the stored user identifier represent a handwritten 
signature (FIG. 4). Modifying Lazzouni' s method of electronic reading device with multiple 
processors according to Zank would able to further increase the security protection and 
authentication by using signature/handwriting. This would improve processing and therefore, it 
would have been obvious to one of the ordinary skill in the art to modify Lazzouni according to 
Zank. 

Regarding claim 25, Lazzouni uses the same processor to perform various means 
(column 3, lines 51-52). Thus, it would have been obvious to one skilled in the art to apply the 
first and the second processor to be the same processor to save cost and utilize the processor 
more efficiently. 

Regarding claim 26, please refer back to claim 5 for the explanation. 
Regarding claim 28, please refer back to claim 9 for further explanation. 
For claim 29, please refer back to claim 1 and claim 24 for the explanation. 
For claim 30, please refer back to claim 5 for the explanation. 
For claim 32, please refer back to claim 28 for the explanation. 
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Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Contact Information 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Q Le whose telephone number is 571-272-7424. The 
examiner can normally be reached on 8:30 A.M - 5:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on 571-272-7414. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and 703-872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 




